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DETAILED ACTION 
Claim Objections 

1 . Claims 1-3 and 5 are objected to because of the following informalities: 

a) In line 3 of claim 1 , the phrase "said storage user" should be "said rental 
storage user"; 

b) In line 4 of claim 1 , the phrase "the rental storage service" should be "rental 
storage service"; 

c) In line 6 of claim 1 , the phrase "the rental storage service provider" should be 
"the storage provider"; 

d) In lines 6-7 of claim 1, the phrase "the estimation" should be "estimation"; 

e) In lines 1-2 of claim 2, the phrase "a rental storage user" should be "a rental 
storage service user"; 

f) In lines 2-3 of claim 2, the phrase "a storage service provider" should be "a 
rental storage service provider"; 

g) In line 3 of claim 2; the phrase "said storage user" should be "said rental 
storage service user"; 

h) In lines 3-4 of claim 2, the phrase "said storage provider" should be "said 
rental storage service provider"; 

i) In lines 4-5 of claim 2, the phrase "the rental storage service" should be 
"rental storage service"; 

j) In line 8 of claim 2, the phrase "the contract options" should be "contract 
options"; 
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k) In line 10 of claim 2, the phrase "the storage" should be "storage"; 
I) In line 12 of claim 2, the phrase "the charge" should be "charge"; 
m) In lines 16-17 of claim 2, the phrase "the estimated" should be " an 
estimated"; 

n) In lines 1-2 of claim 3, the phrase "a rental storage user" should be "a rental 
storage service user"; 

o) In lines 2-3 of claim 3, the phrase "a storage service provider" should be "a 
rental storage service provider"; 

p) In line 3 of claim 3, the phrase "said storage user" should be "said rental 
storage service user"; 

q) In lines 3-4 of claim 3, the phrase "said storage provider" should be "said 
rental storage service provider"; 

r) In lines 4-5 of claim 3, the phrase "the rental storage service" should be 
"rental storage service"; 

s) In line 9 of claim 3, the phrase "the contracted amount" should be "a 
contracted amount"; 

t) In lines 9-10 of claim 3, the phrase "the predetermined usage" should be 
predetermined usage"; 

u) In lines 1 1-12 of claim 3, the phrase "the storage usage" should be "storage 
usage"; 

v) In line 15 of claim 3, the phrase "the amount" should be "an amount"; 
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w) In line 4 of claim 5, the phrase "the desirable amount" should be "an desirable 
amount". 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 6 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

As to claim 6, it is not clear how the step of "prior to the step of reconfiguring said 
contract options" related to other steps described in the claim. Furthermore, this 
limitation does not perform anything. For examination purpose, this limitation is not 
considered. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1 and 3-5 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1 ) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 
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For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. In the present case, claims 1 and 
3-5 only recite abstract ideas. The recited steps of merely providing a storage rental 
contract between a rental storage service provider and a rental storage service user, 
estimating future storage usage of the user, and proposing a recommended storage 
usage contract to the user. These steps do not apply, involve, use, or advance the 
technological arts since all of the recited steps can be performed in the mind of the user 
or by use of a pencil and paper. These steps only constitute an idea of how to optimize 
the storage usages over other methods. 

As to technological arts recited in the preamble, mere recitation in the preamble 
(i.e., intended or field of use) or mere implication of employing a machine or article of 
manufacture to perform some of the recited steps does not confer statutory subject 
matter to an otherwise abstract idea unless there is positive recitation in the claim as a 
whole to breathe life and meaning into the preamble. In the present case, none of the 
recited steps in claims 1 and 3-5 are directed to anything in the technological arts as 
explained above with the exception of the recitation in the preamble that the method is 
using M a network". Looking at the claim as a whole, nothing the body of the claim 
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recites any structure or functionality to suggest that the recited steps are performed by 
using the network. Therefore, the preamble is taken to merely recite a field of use. 

Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In the present case, claims 1 and 3-5 
produce estimation of future storage usage and proposing a recommended storage 
usage contract (i.e., useful and tangible). 

Although the recited process produces a useful, concrete, and tangible result, 
since the claimed invention, as a whole, is not within the technological arts as explained 
above, claim 1 is deemed to be directed to non-statutory subject matter. Applicant is 
advised to include a positive recitation by using advance technologies, such as the 
recitation in claim 2 that "using the storage of said rental storage service provider by the 
rental storage service user". 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not 
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commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over anticipated 
by Wollrath et al., U. S. Patent 6,263,350 in view of Mummert et al. f U. S. Patent 
6,427,152. 

As to claim 1 , Wollrath teaches a service method of a rental storage, in which a 
rental storage user ("the client") uses the rental storage provided by a storage provider 
("the server") on a network and said storage user and said storage provider 
communicate with respect to the rental storage service (title and column 12 lines 38-48). 

Wollrath does not specifically teach the service method of a rental storage 
comprising the steps of: providing by the rental storage service provider the estimation 
of future storage usage of said rental storage service user, based on the history of 
storage usage of said rental storage service user. However, this matter is taught by 
Mummert as providing the storage provider system the estimation of future storage 
usage based on the history of the storage usage (column 4 lines 6-21 and column 5 line 
1 - column 6 line 4). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to allow the service method of Wollrath to include the 
feature of providing the rental storage service provider the estimation of future storage 
usage based on the history of the storage usage as taught by Mummert because this 
would accurately project the future utilization of the storage for preventing service 
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outages caused by storage filled to capacity as stated by Mummert (column 2 lines 6-1 1 
and column 4 lines 17-21). 

Wollrath modified by Mummert as discussed above further teaches the storage 
user request rental of the storage comprising various parameters (Wollrath: column 12 
line 43-45, 65-67). Wollrath modified by Mummert does not explicitly teach reporting 
the estimation to said storage user . It would have been obvious to one of ordinary skill 
in the art to allow the estimation in the teaching of Wollrath modified by Mummert to be 
reported to the storage user because this would allow the user to better determine the 
parameters for requesting the rental storage. 

9. Claims 2-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
anticipated by Wollrath et al., U. S. Patent 6,263,350 in view of Mummert et al., U. S. 
Patent 6,427,152 in further view of Shear, U. S. Patent 5,410,598. 

As to claim 2, Wollrath teaches a service method of a rental storage, in which a 
rental storage user ("the client") uses the rental storage provided by a storage service 
provider ("the server") on a network and said storage user and said storage provider 
communicate with respect to the rental storage service, comprising the steps of (title 
and column 12 lines 38-48): 

a) making a contract between said rental storage service provider and said 
rental storage service user so as to configure the contract options based on the 
contract of use of storage service (column 12 line 38 - column 14 line 8; 
specifically, in column 12 lines 44-45 the server grants a lease to the client 
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corresponding "a contract", in column 12 lines 45-52 the entire lease period and 
the portion of the lease period corresponding to "the contract options')', 

b) using the storage of said rental storage service provider by the rental storage 
service user (column 12 lines 53-59); 

c) reconfiguring said contract options by said rental storage service provider 
(column 13 lines 26 - column 14 line 8; specifically, "reconfiguring said contract 
options" corresponding to renew the lease, cancel the lease, reject the lease, etc. 
in Wollrath's teaching). 

Wollrath does not specifically teach reporting the history of storage usage record 
and the estimated amount of data to the rental storage service user from the rental 
storage service provider. Mummert teaches reporting the storage service provider 
system the history of storage usage record and the estimated amount of data for future 
storage usage based on the history of the storage usage (column 4 lines 6-21 and 
column 5 line 1 - column 6 line 4). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to allow the service method of Wollrath to 
include the feature of reporting the history of storage usage record and the estimated 
amount of data as taught by Mummert because this would accurately project the future 
utilization of the storage for preventing service outages caused by storage filled to 
capacity as stated by Mummert (column 2 lines 6-11 and column 4 lines 17-21). 

Wollrath modified by Mummert as discussed above further teaches the storage 
user request rental of the storage comprising various parameters (Wollrath: column 12 
line 43-45, 65-67). Wollrath modified by Mummert does not explicitly teach reporting 
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the history of storage usage record and the estimated amount of data to said storage 
user from the rental storage service provider. It would have been obvious to one of 
ordinary skill in the art to allow the history of storage usage record and the estimated 
amount of data in the teaching of Wollrath modified by Mummert to be reported to the 
storage user from the rental storage service provider because this would allow the user 
to better determine the parameters for requesting the rental storage. 

Wollrath modified by Mummert does not specifically teach reporting the charge to 
the rental storage service user by the rental storage service provider, and paying the 
charge for the use of said storage by the rental storage service user to the rental 
storage service provider. However, Shear teaches reporting the charge to the user by 
the service provider, and paying the charge for the usages used by said user to said 
service provider (abstract and column 15 lines 46-60 and column 16 lines 41-53 and 
column 22 lines 41-43). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to allow the service method of Wollrath modified by 
Mummert to include the feature of reporting the charge to the rental storage service 
user by the service provider, and paying the charge for the usages used by said user to 
the service provider because this would allow the rental storage service provider to 
efficiently collect the royalties for the services have been provided to the users. 

As to claim 3, Wollrath teaches a service method of a rental storage, in which a 
rental storage user ("the client") uses the rental storage provided by a storage service 
provider ("the server") on a network and said storage user and said storage provider 
communicate with respect to the rental storage service, comprising the steps of: when 



Application/Control Number: 09/91 9,930 Page 1 1 

Art Unit: 3621 

said rental storage service provider and said rental storage service user make a 
contract and the contract options based on the contract of use of said storage specifies 
the contract amount of data (column 12 line 38 - column 14 line 8; specifically, in 
column 12 lines 44-45 the server grants a lease to the client corresponding "a contract" 
in column 12 lines 45-52 the entire lease period and the portion of the lease period 
corresponding to {i the contract options", in column 12 lines 45-48 and column 12 line 65 
- column 12 line 25 the leasing period and the access parameters corresponding to "the 
contract amount'). 

Wollrath does not specifically teach estimating by said rental storage service 
provider the storage usage in the future based on the history of storage usage by said 
rental storage service user. However, Mummert teaches estimating by the storage 
service provider the future storage usage based on the history of the storage usage 
(column 4 lines 6-21 and column 5 line 1 - column 6 line 4). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to allow the 
service method of Wollrath to include the feature of estimating the future storage usage 
based on the history of the storage usage because this would accurately project the 
future utilization of the storage for preventing service outages caused by storage filled to 
capacity as stated by Mummert (column 2 lines 6-11 and column 4 lines 17-21). 

Wollrath does not specifically teach proposing to said rental storage service user 
a recommended contract on the amount of data according to the estimation. The 
limitation of proposing the amount of data according to the estimation is taught by 
Mummert as projecting the storage capacity, and defining actions to prevent the 
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utilizations of reaching the storage capacity (column 3 lines 36-53). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to allow the 
rental storage service method in the teaching of Wollrath modified by Mummert as 
discussed above to include the feature of projecting the storage capacity and defining 
the actions to prevent the utilization of reaching the storage capacity as taught by 
Mummert because this would allow the rental storage service provider to better predict 
the future capacity of the storage and to better ensure the availabilities of the storage to 
the users. Wollrath modified by Mummert does not specifically teach proposing to said 
storage service user a recommended contract on the amount of data according to the 
estimation. It would have been obvious to one of ordinary skill in the art to allow the 
feature of defining the actions to prevent the utilization of reaching the storage capacity 
in the teaching of Wollrath modified by Mummert to further include the feature of 
proposing to the storage user a recommended contract on the amount of data according 
to the estimation because this would allow the storage user to better determine the 
leasing parameters before requesting the lease from the rental storage service provider, 
this would also better ensure the rental storage service provider to provide the sufficient 
storage memory during the granted lease period. 

Wollrath modified by Mummert does not specifically teach the contract and the 
contract options based on the contract of use of said storage specifies a charge system 
for the contracted amount of data according to the predetermined usage . However, 
Shear teaches a charge system that charging the users according to the predetermined 
usage (column 16 lines 41-45; specifically, charging the users according to the 
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predetermined usage corresponding to charging the user an annual fee or a flat fee for 
unlimited usage). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to allow the contract and the contract options in the 
teaching of Wollrath modified by Mummert to include the feature of specifying a charge 
system to charge the users according to the predetermined usage because this would 
allow the service provider to ensure its royalties for the services that will be provided to 
the users according to the contract. 

As to claim 4, Wollrath modified by Mummert and Shear as discussed above 
does not explicitly teach proposing reduction of amount of data contracted for the 
storage usage if the storage usage estimated is less than the currently contracted 
storage usage. However, Wollrath teaches the rental storage service provider and the 
storage user to negotiate the storage lease (column 19 lines 51-54), and Mummert 
teaches a threshold is an artificial limit that used for the storage capacity planning 
(column 3 lines 36-53). It would have been obvious to one of ordinary skill in the art to 
allow the teaching of Wollrath modified by Mummert and Shear to include the feature of 
proposing reduction of amount of data contracted for the storage usage if the storage 
usage estimated is less than the currently contracted storage usage because this would 
allow the rental storage service provider to better optimize the storage capacity 
planning. 

As to claim 5, Wollrath modified by Mummert and Shear as discussed above 
further teaches when said rental storage service user updates said contract options in 
accordance with the desirable amount of data usage of storage recommended by said 
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rental storage service provider, if the amount of data usage by said rental storage 
service user exceeds the contracted amount of data for storage usage reconfigured 
within the contract period of the contract, said rental storage service user will be allowed 
using the storage service for the data beyond the contracted amount of said storage 
usage (see claim 3 above; Wollrath: column 13 lines 50-56 and column 15 lines 60-63; 
specifically, the user exceeds the contracted amount corresponding to the insufficiency 
of the original lease in Mummert's teaching). 

As to claim 6, Wollrath modified by Mummert and Shear as discussed above 
does not explicitly teach proposing by said rental storage service provider a reduction 
plan of data used by said rental storage service user, and reducing the data used by 
said rental storage sen/ice user in accordance with the recommended reduction plan of 
data. However, Wollrath teaches the rental storage service provider and the storage 
user to negotiate the storage lease (column 19 lines 51-54), and Mummert teaches a 
threshold is an artificial limit that used for the storage capacity planning (column 3 lines 
36-53). It would have been obvious to one of ordinary skill in the art to allow the 
teaching of Wollrath modified by Mummert and Shear to include the feature of 
proposing by the rental storage service provider a reduction plan of data used by the 
storage user, and reduce the data used by storage user in according with the 
recommended reduction plan this would allow the rental storage service provider to 
better optimize the storage capacity planning. 

10. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over anticipated 
by Wollrath et al., U. S. Patent 6,263,350 in view of Mummert et al., U. S. Patent 
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6,427,152 and Shear, U. S. Patent 5,410,598 in further view of Kenley et al., U. S. 
Patent 5,276,867. 

As to claim 7, Wollrath modified by Mummert and Shear teaches reducing the 
data used by the rental storage service user in accordance with the recommended 
reduction plan as discussed in claim 6 above. Wollrath modified by Mummert and 
Shear does not specifically teach when said rental storage service user deletes data in 
use in accordance with the recommended reduction plan of data, said rental storage 
service provider duplicates on a portable medium a backup copy of the data specified to 
delete by said rental storage service user, and said rental storage service provider 
sends the backup copy of data to the rental storage service user. However, Kenley 
teaches migrating the selected data from data storage to a backup storage when the 
quantity of data stored in the data storage exceed the threshold, providing the user the 
backup copy of the migrated data (column 2 lines 56-68 and column 3 lines 32-47 and 
column 5 lines 40-41 ; specifically, in column 3 lines 40-42 the optical disk backup 
storage corresponding the portable medium for storing a backup copy as claimed). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to allow the recommended reduction plan in the teaching of Wollrath modified by 
Mummert and Shear to include the feature of migrating the selected data in accordance 
with the recommended reduction plan from the rental storage to a backup storage, and 
providing the storage user the backup copy of the migrated data because this would 
allow the rental storage service provider to better optimize the storage capacity 
planning. 
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Conclusion 

1 1 .The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Warr (U. S. Patent 5,131,087) discloses automatically redistributing data records 
stored in a storage device. 

Schmuck et al. (U. S. Patent 5,940,838) discloses a shared disk file system 
running on multiple computers each having their own instance of an operating system 
and being coupled for parallel data sharing access to files residing on network attached 
shared disks. 

McCarty et al. (U. S. Patent 5,946,660) discloses an automated storage system 
comprising a plurality of self-storage, facilities which are collectively networked to a 
central command center. 

Kriegsman (U. S. Patent 6,370,580) discloses web serving system coordinating 
multiple servers to optimize file transfers. 

MacFarlane et al. (U. S. Patent 6,516,348) discloses collecting and predicting 
capacity information for composite network resource. 

Akiyama et al. (JP 03280652 A) discloses leasing mobile terminal equipment. 
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Inquire 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mary Cheung whose telephone number is (703)-305- 
0084. The examiner can normally be reached on Monday - Thursday from 8:00 AM to 
5:30 PM. The examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell, can be reached on (703) 305-9768. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 



The fax phone number for the organization where this application or proceedings 
is assigned are as follows: 

(703) 872-9306 (Official Communications; including After Final 



(703) 746-5619 (Draft Communications) 

Hand delivered responses should be brought to Crystal Park 5, 2451 Crystal 
Drive, 7 th Floor Receptionist. 



1113. 



Communications labeled "BOX AF") 



Mary Cheung 7?Z t 
Patent Examiner 
Art Unit 3621 
December 18, 2003 




